
IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF TEXAS 

DALLAS DIVISION 

NETSPHERE, INC., § 
MANILA INDUSTRIES., INC., AND § 
MUNISH KRISHNAN   § 
 § 
 PLAINTIFFS, § 
 § 
V. § CIVIL ACTION NO. 3:09-CV-0988-F 
 § 
JEFFREY BARON AND § 
ONDOVA LIMITED COMPANY, § 
 § 
 DEFENDANTS. § 

THE RECEIVER’S SECOND MOTION TO ENFORCE STAY 
 

The Receiver Order stays all proceedings challenging the ownership rights of the 

Receivership’s primary assets—the domain names.  Certain international tribunals (under the 

auspices of ICANN) charged with determining ownership rights of domain names have—in 

violation of the Receiver Order—issued default judgments relating to several domain names.  

These default judgments purport to instruct the domain Registrar controlling these domain names 

(also under the auspices of ICANN) to transfer them out of the Receivership estate and into the 

hands of third parties.  The Receiver requests an order enforcing the Receiver Order by ordering 

(a) that these default judgments be declared void based on the Receivership stay, (b) the 

Registrar (Fabulous.com) disregard the default judgments and not transfer these domain names, 

and (c) ICANN to re-transfer back to the Receivership estate any of these domain names already 

transferred pursuant to the default judgments. 

Case 3:09-cv-00988-F   Document 739    Filed 12/13/11    Page 1 of 116   PageID 36369



THE RECEIVER’S SECOND MOTION TO ENFORCE STAY 2 

I. 
BACKGROUND FACTS REGARDING 

THE PARTIES AT ISSUE 
 

A. Background of the UDRP process. 

1. What is ICANN? 

The Internet Corporation for Assigned Names and Numbers (“ICANN”) is a non-profit 

organization charged with insuring the security, stability, and operation of the Internet including 

the registration of Internet domain names.  (See http://www.icann.org.)  ICANN “governs the 

assignment of Internet domain names, the allocation of Internet Protocol (IP) address space, and 

management of the Domain Name System (DNS) and Internet ‘root’ server.”  Parisi v. 

Netlearning, Inc., 139 F.Supp.2d 745, 746 n.2 (E.D. Va. 2001). 

2. What are the UDRP, WIPO, and NAF? 

ICANN established the Uniform Domain Dispute Resolution Policy (“UDRP”).  (See 

http://www.icann.org/en/udrp.htm; Docket No. 737-1 at ¶¶ 5, 13 (ICANN “adopted,” 

“promulgate[d],” and “approve[d]” the UDRP.)  The UDRP allows the alleged holder of 

trademark rights an expedited process to resolve disputes over supposedly offending domain 

names.  The complainant initiates the arbitration through filing a complaint with an ICANN-

approved tribunal such as the World Intellectual Property Organization (“WIPO”) or the 

National Arbitration Forum (“NAF”) (collectively, the “Tribunals”).  [See Docket No. 737-1 at 

¶¶ 8, 11-12.] 

3. What is Fabulous.com? 

A registrar is an entity accredited by ICANN to manage the reservation of domain names 

in accordance the policies of the UDRP.  Fabulous.com is an ICANN-approved registrar.  (See  

Exhibit A, the Declaration of Novo Point, LLC and Quantec, LLC’s (collectively, the “LLCs”) 
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Manager Damon Nelson, at ¶ 20; see also http://www.icann.org/en/ registrars/accreditation.htm.)  

Fabulous.com is the Registrar for all of the LLCs’ domain names.  (Ex. A at ¶ 20.)  Registrars 

are contractually obligated to abide by the UDRP decisions of ICANN-approved arbiters like 

WIPO and NAF.  (Id.; see also Docket No. 737-1 at ¶ 14.)  However, as ICANN itself admits, a 

registrar may disregard a UDRP decision by an ICANN-approved arbiter when ordered to do so 

by a court of competent jurisdiction.  [Docket No. 737 at pp. 5-6.] 

B. Background of the control over the domain names at issue. 
 

1. The Receiver controls Receivership Assets. 

The Order Appointing Receiver (the “Receiver Order”) grants the Receiver “exclusive 

control” over certain “Receivership Parties” and all of the assets held by those Receivership 

Parties, i.e., the “Receivership Assets.”  [Docket No. 124 at pp. 1-3; Docket No. 724]  On 

December 17, 2010, the Court issued its Order Granting the Receiver’s Motion to Clarify 

Receiver Order with Respect to Novo Point, LLC and Quantec, LLC and stated that “the 

Receiver’s definition of Receivership Parties has always included Novo Point, LLC.”  [Docket 

No. 176; Docket No. 724]  Accordingly, the assets (i.e., domain names) of Novo Point, LLC and 

Quantec, LLC (collectively, the “LLCs”) are Receivership Assets.  [Docket No. 724.] 

2. The Domain Names at Issue are Receivership Assets. 

Here, the initial issue is whether the domain names at issue are assets of the LLCs, and 

therefore, Receivership Assets.  Indeed, the domain names at issue are assets of the LLCs, and 

therefore, Receivership Assets.  (Ex. A at ¶ 6.) 
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II. 
BACKGROUND FACTS OF THE 

VIOLATIONS OF THE STAY 
 

A. The Receivership Order stays proceedings regarding the domain names at issue. 

The Receiver Order states that the UDRP actions involving the domain names at issue are 

stayed as of November 24, 1010—the date of the Receiver Order: 

[D]uring the pendency of the receivership ordered herein, all other persons and 
entities . . . are hereby stayed from taking any action to establish or enforce any 
claim, right, or interest . . . against . . . [a] Receivership Party [or] any of their . . . 
assets . . . including . . . [c]ommencing, prosecuting, continuing, entering, or 
enforcing any suit or proceeding . . .. 

 
(the “Stay”).  [Docket No. 124 at pp. 12-13; see also Docket No. 724.]  Accordingly, any action 

brought pursuant to the UDRP to “establish or enforce any claim, right or interest” against any of 

the domain names at issue is stayed during the pendency of the Receivership.  [Docket No. 724.] 

B. In violation of the Stay, defaults were issued regarding the domain names at issue. 

 During the pendency of the Stay—and, in most cases, after the Tribunals even 

acknowledged the existence of the Receivership Order and the Stay—thirteen default judgments 

have been issued on the domain names at issue pursuant to the UDRP.  (True and correct copies 

of the thirteen default decisions, defined herein as the “Default Decisions,” are attached as 

Exhibits A-2 – A-14.)  The chart below summarizes the Default Decisions: 

Exhibit Tribunal Case Style 
 

Case No. Date 
Default 
Issued 

 

Domain Name(s) 
at Issue 

 

A-2 WIPO Weta Digital Ltd. v. Texas 
International Property 
Associates (“TIPA”) 
 

D2010-1692 12/10/10 wetafx.com 

A-3 WIPO Public Storage v. TIPA D2010-1782 12/20/10 publicstorge.com 
publicstroagejob.com 
pulicstorage.com 
puplicstorage.com 
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Exhibit Tribunal Case Style 
 

Case No. Date 
Default 
Issued 

 

Domain Name(s) 
at Issue 

 

A-4 NAF Fandango, Inc. and Daily 
Candy, Inc. v. TIPA 

FA1358961 12/23/10 dailycand.com 
dailycandi.com 
dailycandychicago.com 
dailycandynyc.com 
fanngo.com, 
jandango.com 
jobfandango.com 
 

A-5 WIPO Apple, Inc. v. Oakwood 
Services, Inc. 
 

D2010-1917 12/28/10 aplle.com 

A-6 NAF HBI Branded Apparel 
Enterprises, LLC and HBI 
Branded Apparel Limited, Inc. 
v. URDMC, LLC (“URDMC”) 
 

FA1012001361369 1/18/111 leghanesbali.com 

A-7 WIPO Johnson & Johnson, Inc. and 
Korres S.A. v. TIPA 
 

D2010-1996 1/19/11 korresproducts.com 

A-8 WIPO Eli Lilly and Company v. TIPA 
 

D2010-1985 2/7/11 zigris.com 

A-9 WIPO Amica Mutual Insurance 
Company v. TIPA and URDMC 
 

D2010-2144 2/7/11 amicains.com 

A-10 WIPO Ariens Company v. URDMC 
 

D2010-2216 2/7/11 gravelymowers.com 

A-11 WIPO Judah Smith v. Whois Privacy 
Service Ltd. and URDMC 
 

D2011-0397 4/18/11 judahsmith.com 

A-12 WIPO American Woodmark 
Corporation v. Whois Privacy 
Services Pty Ltd., TIPA, and 
URDMC 
 

D2011-0804 6/28/11 americanwoodmark 
cabinetry.com 

A-13 WIPO Eli Lilly and Company  v. 
URDMC 
 

D2011-0715 7/6/11 lilycares.com 

A-14 WIPO I-TO-I International Products, 
Limited v. Quantec, LLC/Novo 
Point, LLC 
 

D2011-1492 11/24/11 itoitravel.com 

 
The Default Decisions are in violation of the Stay.  Indeed, this Court recently abated a similar 

such UDRP proceeding—regarding funnygames.com—for the very purpose of stopping the 

issuance of a similar such default decision and to preserve the Stay.  [Docket No. 724.] 
                                                 

1 While this decision on its face reflects a decision date of January 18, 2010, this was a typographical error 
since the decision was actually entered on January 18, 2011. (Ex. A at ¶ 11.) 
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III. 
THE COURT’S AUTHORITY AND 

ABILITY TO ENFORCE THE STAY 
 

A. The Court has the authority to void the improper UDRP defaults. 

 A large body of authority exists supporting the notion that a federal district court may 

issue an order voiding a UDRP decision.  See, e.g., Barcelona.com v. Excelentisimo 

Ayuntamiento, 330 F.3d 617, 625 (4th Cir. 2003) (the UDRP “process is not intended to interfere 

with or modify any ‘independent resolution’ by a court of competent jurisdiction”); Sallen v. 

Corinthians Licenciamentos LTDA, 273 F.3d 14, 26 (1st Cir. 2001) ( “[T]he judicial outcome 

will override the UDRP one.”); Weber-Stephen Prods. Co. v. Armitage Hardware & Bldg. 

Supply, Inc., No. 00-C-1738, 2000 WL 562470, at *2 (N.D. Ill. May 3, 2000) (federal courts are 

“not bound by the outcome of the ICANN administrative proceedings”); Eurotech v. Cosmos 

European Travels Aktiengesellschaft, 213 F.Supp.2d 612, 617 n.10 (E.D. Va. 2002) (ICANN 

administrative proceeding not entitled to any deference by federal court).  ICANN policy itself 

comports with these holdings, as the UDRP “explicitly anticipates that judicial proceedings will 

continue under various nations’ laws applicable to the parties.”  Barcelona.com, 330 F.3d at 625; 

see also Sallen, 273 F.3d at 227 (“[T]he UDRP explicitly contemplates independent review in 

national courts . . ..”); UDRP ¶ 3(b) at http://www.icann.org/dndr/udrp/policy.htm (Oct. 24, 

1999) (stating that the Registrar will “cancel, transfer or otherwise make changes to domain 

name registrations” upon its “receipt of an order from a court . . . of competent jurisdiction, 

requiring such action”).  In this case, the Court should apply that authority and issue an order 

voiding the Default Decisions. 
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B. The Court has the ability to prevent or reverse the Tribunals’ domain transfers that 
violated the Stay.  

Fabulous.com is the registrar of the domain names at issue.  (Ex. A at ¶ 20.)  

Fabulous.com operates under the auspices of and is licensed by ICANN.  (Id.; see also Docket 

No. 737-1 at ¶¶ 6, 14.2)  Registrars like Fabulous.com are contractually obligated to abide by the 

UDRP decisions issued by the Tribunals.  (Ex. A at ¶ 20.3)  Indeed, in a recent filing in this case, 

ICANN has sworn that: 

The Registrar Accreditation Agreement that ICANN enters into with each 
ICANN-approved registrar requires the registrar to comply with the UDRP.. . . To 
the extent that a registrar fails to comply with the UDRP, ICANN may deem the 
registrar in breach of its agreement. 

[Docket No. 737-1 at ¶ 14.]   So, when a Tribunal issues a Default Decision adverse to the LLCs 

that a domain name should be transferred to the complainant in the dispute, Fabulous.com is 

obligated by ICANN policy to transfer the domain name.  (Id.; Ex. A at ¶ 20; Docket No. 737 at 

p. 5.)  In all of the Default Decisions, a Tribunal is purportedly instructing Fabulous.com to 

transfer the domain names at issue from the LLCs (i.e., the Receivership estate) to a third party.  

(Ex. A at ¶ 21; see also Exs. A-2 – A-14.) 

However, according to the holdings in Barcelona.com, Sallen, and Weber-Stephen, as 

well as Paragraph 3(b) of the UDRP itself, Fabulous.com has the ability to disregard the Default 

                                                 
2 See also Sallen v. Corinthians Licenciamentos LTDA, 273 F.3d 14, 20 (1st Cir. 2001) (noting that ICANN 

“accredit[s]” registrars); Mattel, Inc. v. Barbie-Club.com, 310 F.3d 293, 296 n.2 (2d Cir. 2002) (“A domain name 
‘registrar’ is one of several entities licensed by the Internet Corporation of Assigned Names and Numbers . . ..”); 3M 
Co. v. Christian Invs. LLC, No. 1:11-CV-627, 2011 WL 3678144, at *2 n.4 (W.D. Va. Aug. 19, 2011) (noting that 
ICANN “authorize[s]” registrars); Transamerica Corp. v. Moniker Online Servs. LLC, 672 F.Supp.2d 1353, 1357 
(S.D. Fla. 2009) (“To engage in domain name registration, a registrar is required to enter into agreements with 
ICANN . . . .”); Balsam v. Tucows Inc., No. CV-09-03585, 2009 WL 3463923, at *1 (N.D. Cal. Oct. 23, 2009) 
(“ICANN requires all registrars to sign the Registrar Accreditation Agreement (‘RAA’) with ICANN.”). 

3  See also UDRP ¶ 3(b) at http://www.icann.org/dndr/udrp/policy.htm (Oct. 24, 1999) (stating that the 
registrar will cancel or transfer the domain name upon the registrar’s “receipt of an order from a[n] . . . arbitral 
tribunal . . . requiring such action”). 
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Decisions and not transfer the domain names at issue upon order of this Court.  (See also Ex. A 

at ¶ 22.)  More importantly, ICANN, itself, has conceded this point in a recent filing in this case: 

In the event a court of competent jurisdiction orders Fabulous.com not to transfer 
[a defaulted domain name], and Fabulous.com complies with that order, whether 
or not a UDRP decision says that the domain name should be transferred, 
Fabulous.com would still be deemed in compliance with the UDRP and its 
Registrar Accreditation Agreement with ICANN. 

[Docket No. 737 at pp. 5-6.]  Further, for any domain name that might have already been 

transferred to a third party pursuant to a Default Decision, ICANN has the ability to immediately 

re-transfer such domain name back to the LLCs (i.e., the Receivership estate).  (Ex. A at ¶ 22; 

see also Docket No. 737-1 at ¶ 14 (ICANN claims that “the only ‘enforcement’ action that 

ICANN is authorized to undertake with respect to the UDRP comes after a decision is issued by 

WIPO (or whichever dispute resolution provider is hearing a complaint).”).) 

C. This Court may enforce the Stay during the pendency of appeals of the Receiver 
Order. 

The Fifth Circuit has ruled that an appeal’s effect of divesting jurisdiction from a district 

court is not absolute.  Farmhand, Inc. v. Anel Eng’g Indus., Inc., 693 F.2d 1140, 1145 (5th Cir. 

1982).  “The district court maintains jurisdiction as to matters not involved in the appeal” and 

maintains a “continuing duty to maintain a status quo.”  Id. at 1145-46 (quoting Hoffman v. Beer 

Drivers & Salesmen’s Local, 536 F.2d 1268, 1276 (9th Cir. 1976)).  Furthermore, this Court 

recently recognized that it maintains jurisdiction to enforce the Stay during the pendency of the 

appeal: 

The Court recognizes that actions in this matter are stayed pending resolution by 
the U.S. Court of Appeals for the Fifth Circuit. But the ownership of [a 
Receivership domain name] as a Receivership Asset is not at issue in any of Mr. 
Baron’s appeals (Case Nos. 10-11202, 11-10113, 11-10289, 11-10290, 11-10390, 
and 11-10501). Safeguarding the ownership over [a Receivership domain name] 
as a Receivership Asset and enforcing the UDRP Stay preserves the status quo of 
the Receivership.  [Moreover,] . . . “the district court maintains jurisdiction as to 
matters not involved in [an] appeal” . . . and the district court maintains a 
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“continuing duty to maintain a status quo,” Farmhard, Inc.v. Anel Eng’g Indus., 
Inc., 693 F.2d 1140, 1145-46 (5th Cir. 1982). 

 
[Docket No. 724.] 

Here, the LLCs’ ownership of the domain names at issue is not a question in any of Mr. 

Baron’s appeals to the Fifth Circuit.  Further, safeguarding the LLCs’ ownership over the domain 

names at issue and enforcing the Stay preserves—rather than modifies—the status quo (or at 

least what the status quo was at the time when the Court entered the Stay in the first place). 

IV. 
REQUESTED RELIEF 

 
Based on the foregoing, the Receiver requests that the Court enter an order that: 

(1) The Default Decisions are Void based on the Stay; 

(2) Fabulous.com shall immediately disregard the Default Decisions and not transfer 
the domain names at issue until and unless it receives further order by this Court 
(the “Instruction”); 

(3) For any of the domain names at issue that might have already transferred prior to 
the issuance of this Order pursuant to a Default Decision, that ICANN 
immediately re-transfer them back to the Receivership estate (the “Retransfer”); 

(4) Within two days of the issuance of this Order, Fabulous.com shall file notice with 
this Court confirming that it has complied with this Order and performed the 
Instruction; and 

(5) Within two days of the issuance of this Order, ICANN shall file notice with this 
Court confirming that it has complied with this Order and performed the 
Retransfer. 
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Respectfully submitted, 

/s/ Barry M. Golden 
Barry M. Golden 
Texas State Bar No. 24002149 
Peter L. Loh 
Texas Bar Card No. 24036982 
GARDERE WYNNE SEWELL LLP  
1601 Elm Street, Suite 3000 
Dallas, Texas  75201 
(214) 999-4667 (facsimile) 
(214) 999-3000 (telephone) 
bgolden@gardere.com 
ploh@gardere.com 
 
ATTORNEYS FOR THE RECEIVER, 
PETER S. VOGEL 

 
 

CERTIFICATE OF SERVICE 
 

I hereby certify that a true and correct copy of the foregoing document was served via the 
Court’s ECF system on all counsel of record on December 13, 2011. 

/s/ Peter L. Loh 
Peter L. Loh 

 

CERTIFICATE OF CONFERENCE 
 

The undersigned certifies that counsel for the Receiver attempted to confer via e-mail on 
December 12, 2011, with regard to the foregoing motion with counsel for Jeffrey Baron, the 
Plaintiffs, the Trustee Daniel J. Sherman, ICANN, and Fabulous.com regarding the relief 
requested herein.  Counsel for ICANN indicated that ICANN is opposed to the relief requested.  
Counsel for the other parties did not state a position with regard to the relief requested.  
Therefore, the Receiver presents the motion for the Court’s consideration.       

 
                 /s/ Peter L. Loh 

Peter L. Loh 
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